TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore KRASS, BARRETT and LALL, Adnministrative Patent Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection® of clains 1,

'An anendnent after the final rejection was filed (paper
no. 5) and was approved for entry (paper no. 7). As a result,
the rejection under 35 U S.C. § 112, second paragraph, was
wi t hdr awn.
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5to 14 and 18 to 27, all the pending clains in the
appl i cation.

The di sclosed invention relates to a conputer program
i npl emented through a graphical user interface (GJ ), that
sinplifies the mani pul ation by a user of attributes of a
conmputer workstation. An attribute is not only a task
supported by a workstation but also any task that the
wor kstation will support. The invention separates the
attributes into groups of related attributes. The groups of
attributes are further divided into sets of simlar attributes
with each set containing individual attributes. The
wor kstation retrieves froma data base all the groups of
related attributes and stores those groups in a workstation
menory. Responsive to a user input selecting one group for
di splay, the workstation displays in a tenplate types pane al
sets of attributes conprising the group of related attri butes.
Furthernore, the workstation displays the individua
attributes of one set in a tenplate pane responsive to either
user input or a default selection. Wth the sets of one group
of related attributes displayed along with the individua

attri butes
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of one set, the user may easily mani pul ate the workstation to
performa desired task. The invention is further illustrated

by the foll ow ng claim

1. A nmethod for controlling a conputer workstation to
di splay attributes of the conputer workstation,
conpri si ng t he conputer-inpl enmented steps of:

di spl aying a tenplate area on a display, said
tenpl ate area conprising a tenplate types pane and a
tenpl ate pane;

retrieving each group of attributes of the conputer
wor kstation from a dat abase;

storing each group of attributes in a workstation
nmenory;

sel ecting one group fromthe group of attributes for
di spl ay;

retrieving sets of attributes fromthe sel ected
gr oup of attributes fromthe workstation nmenory;

sel ecting one set fromthe sets of attributes for
di spl ay;

retrieving individual attributes of the sel ected set
of attributes fromthe workstation nenory;

di spl aying icons representing the sets of attributes
in said tenpl ate types pane; and

di spl ayi ng icons representing the individua
attributes of the selected set in said tenplate pane
ar ea.
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The references relied on by the Exam ner are:

Sanchez-Frank et al. (Sanchez-Frank) 5,394,522 Feb. 28, 1995
(Filing date, Sep. 13,
1993)

Tyne, Maria (Tyne), OS5/ 2: The Wirkplace Shell, A User’'s Guide
and Tutorial for Release 2.0, (Conputer Information
Associ ates, 1992), pp. 277-308.

Clains 1, 52to 14 and 18 to 27 stand rejected under
35 U.S.C. 8 103 over Tyne and Sanchez- Fr ank.

Reference is made to Appellants’ brief and the Exam ner's
answer for their respective positions.

OPI NI ON

We have considered the record before us, and we wl|
reverse the rejection of clains 1, 5 to 14 and 18 to 27.

In rejecting clainms under 35 U. S.C. 8§ 103, it is
i ncunbent upon the Examiner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the Exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

2Note that in the clainms attached to the brief as an
appendi x, dependence of clainms 5 and 6 should be on claim1,
and that of clains 18 and 19 on claim 14, see anendnent “A’
(paper no. 4).
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1, 17, 148 USPQ 459,

467 (1966), and to provide a reason why one having ordinary
skill in the pertinent art would have been led to nodify the
prior art or to conbine prior art references to arrive at the
clai med invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir. 1988); Ashland O, Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227

USPQ 657, 664 (Fed. Cir. 1985); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the Exami ner are an essentia

part of conplying with the burden of presenting a prima facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQRd 1443, 1444 (Fed. Cir. 1992).

Furthernore, the Federal Circuit states that “[the] nere
fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification
obvi ous unless the prior art suggested the desirability of the

nodi fication.” |In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

6
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usP@d 1780, 1783-84 n.14 (Fed. Cir. 1992), citing In re
Gordon, 773 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Cir. 1984). “Cbviousness may not
be established using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg., lnc. v. SGS

| nporters Int’'l, Inc., 73 F.3d 1085, 1087, 37 USPQ 2d 1237,

1239 (Fed. Cir. 1995), citing W_L. Gore & AssoCS., V.

Garlock, Inc., 721 F.2d at 1551, 1553, 220 USPQ at 311, 312-13

(Fed. Cir. 1983).

We apply the above guidelines to the instant case. W
take the independent claim1l as an exanpl e.

We have reviewed Appellants’ argunents (brief, pages 5 to
8) and the Exam ner’s position (answer, pages 3 to 13)
regarding claiml1l. At the outset, we point out that the
clai med step of “displaying icons representing the sets of
attributes in said tenplate types pane” shoul d precede the
clai med step of “selecting one set fromthe sets of attributes
for display” because the fornmer is necessary for the latter.
A simlar problemis found in claim14. However, this issue
I's not before us and we leave it to the Exam ner to further
exam ne it as deemed appropriate.

7
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We have studied the applied two references. W can agree
with the Exam ner that the suggested conbi nation could be seen
to show the claimed tenplate area which conprises a tenplate
types pane and a tenplate pane; for exanple, elenents 9 and 8
i n Sanchez-Frank are a tenplate types pane and a tenpl ate
pane, respectively. Furthernore, since claim1 does not
claimthe steps in sequence (the displaying icons step appears
after the selecting step), claim1l does not exclude the
exi stence of the tenplate types pane and the tenplate pane
appearing sequentially, rather than sinultaneously.

Therefore, we find that Tyne shows a tenplate types pane in
fig. 13.1 and a tenplate pane in fig. 12.11. The two panes
toget her woul d conprise the clained tenplate area, keeping in
mnd that the two panes are not required to have any
relationship in tinme or by any physical boundaries, such as
bei ng adj acent to each other. Thus, the conbination of Tyne
and Sanchez-Frank results in the clainmed tenpl ate area.
However, the Examiner’s position is not sustainable beyond

t hat .

W agree with Appellants that neither Sanchez-Frank nor
Tyne show the claimed groups of attributes. At best, we my

8
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agree with the Exami ner that Tyne’'s fol der can be consi dered
as one group (answer, page 3), however, there is no evidence
to support the Examiner’s assertion (id. 4) that “it would
have been obvious . . . to organize the attribute sets into
groups.” Thus, the suggested conbi nati on cannot neet the
steps of claim11 involving the mani pul ati on of groups, e.g.,
the step of “selecting one group fromthe group of
attributes.”

Furthernore, we agree with Appellants that Tyne does not
show the clai med workstation attributes (brief, page 5. W
find that in Tyne's fig. 13.1, each of the icons facilitates
the creation of another icon specific to a particul ar device,
i.e.,
a printer, which may then be dragged to a desired | ocation
(p. 300 of Tyne), and that icon then would not be a part of
the Exam ner-called tenplate types pane of fig. 13.1.
Simlarly, Sanchez-Frank does not show the clained attributes
since, as Appellants state, regarding fig. 2 of Sanchez- Frank,
“[n]etwork configuration and protocol definitions provide
controls to mani pulate icons in the workspace 8 and are thus

not systemattributes.” (lLd. 7). Thus, we do not sustain the
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obvi ousness rejection of claiml, and its dependent clains 5
to 13 over Tyne and Sanchez- Fr ank.

Next, we take the other independent claim 14. This is
an apparatus claimcorresponding to the nethod claiml1. Here
too, we nake the sane observation regarding the order in which
the apparatus elenents are recited. The clause containing the
“means for controlling . . . the sets of attributes in said
tenpl ate types pane” shoul d precede the clause containing the
“means for controlling said processor to select one set from
the sets of attributes for display.” Again, we leave it to
the Exami ner to enploy his exam ning expertise in dealing with
this issue.

O herwi se, for the sane rationale as claim1 above, we do not
sustai n the obviousness rejection of claiml1l4 and its

dependent clains 18 to 27 over Tyne and Sanchez- Frank.

10
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In conclusion, the Exam ner’s decision rejecting clains
1,

5to 14 and 18 to 27 under 35 U S.C. § 103 is reversed.

REVERSED

ERRCL A. KRASS )
Adm ni strative Patent Judge

BOARD OF PATENT
LEE E. BARRETT )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

PSL: hh
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Leslie A Van Leeuwen
| BM Cor por ati on

Intellectual Property Law Dept.

11400 Bur net Road 4054
Austin, TX 78758
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